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DETAILED ACTION 

The amendment filed June 18, 2004 has been received, entered and carefully considered. 
The following information provided in the amendment affects the instant application: 

1. Claim 8 has been canceled. 

2. Claims 1 and 2 have been amended. 

3. Remarks drawn to rejections under 35 U.S.C. 1 12, first and second paragraph and 
103(a). 

Claims 1-7 and 9-19 are pending in the case. 

The text of those sections of Title 35, U. S. Code not included in this action can be found 
in a prior Office action. 

Claim Objections 

The objection to claim 8 has been overcome by cancellation of the claim. 
Claim 2 is objected to because of the following informalities: The term treating is recited 
twice. Appropriate correction is required. 

Double Patenting 

A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg. Co,, 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (3 5 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 
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Claims 1-7 and 9-19 are provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1-7 and 9-19 of copending Application No. 10/644150. This is a 
provisional double patenting rejection since the conflicting claims have not in fact been patented. 



The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In reLongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting groimd 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 1-7 and 9-19 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claim 34 of U.S. Patent No. 6,608,042 ('042 
patent). Although the conflicting claims are not identical, they are not patentably distinct from 
each other because: 

Instant Claim 1 is drawn to a method of increasing the survival or growth of motoneurons 
comprising contacting the motoneurons with low molecular weight heparin. Claim 2 is drawn to 
a method for treating motoneuron diseases comprising administering an effective amount of low 
molecular weight heparin. Dependent claims 3-7 and 9-19 are drawn to specific motoneiu-on 
diseases and molecular weight ranges of the heparin. 
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Claim 34 of the copending '042 patent also recites a method for treatment of diseases 
linked to survival and growth of motoneurons using oligosaccharides that are heparins as evident 
from the structural formula recited in the claim. 

It would be obvious to one of ordinary skill in the art that instant claims 1-7 and 9-19 and 
claim 34 of the copending '042 patent are substantially overlapping. Instant claims 1-7 and 9-19 
should recite limitations that are patentably distinct over those of claim 34 of the copending '042 
patent. 

Claim Rejections - 35 USC§ 112 
The rejection of claims 2-19 under 35 U.S.C. 1 12, first paragraph as not enabling for the 
prevention of motoneiiron disease has been overcome by deletion of the term preventing in claim 
2. 

The rejection of claims 1-19 has been overcome by amendment to claim 1 and 
documentation for use of alphanumeric notations in claims 18 and 19. The previous office action 
stated that claims 18 and 20 are rejected. This is a typographical error. It should have been 
claims 18 and 19. 

Claim Rejections - 35 use § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Lesma et al (Journal 
of Neuroscience Research, 1996, 46, 565-571) newly cited. 

Claim 1 is drawn to a method of increasing the survival or growth of motoneurons 
comprising contacting the motoneurons with low molecular weight heparin. 

Lesma et al teach that contacting neuroblastoma cells with low molecular weight heparin 
at low doses promoted neurite formation (page 567, Table L, entry two; page 567, left column, 
left column, hnes 19-21; page 568, left column, 1-7; page 569, left column, lines 19-21; page 
569, right column, 19-25). This teaching is seen to meet the limitations of instant claim 1. 

Claims 2 and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by Von Amim 
(WO 94/1 8988) newly cited. 

Claim 2 is drawn to a method of treating a motoneuron disease comprising administering 
to a patient in need thereof an effective amount of low molecular weight heparin. Claim 12 is 
drawn to a method according to one of claims 1 to 3 wherein the low molecular weight heparin is 
reviparin. 

Von Amim teaches the treatment of multiple sclerosis using low molecular weight 
heparins (abstract, page 1, lines 1-11; page 29, lines 1-3). Multiple sclerosis belongs to a group 
of motor neuron disorders (see American Speech Language Hearing Association, 1997, page 1, 
lines 1-4). One of the low molecular weight heparins taught by Von Amim for the treatment of 
multiple sclerosis is Reviparin (page 28, line 29 through page 29, line 2). 

The teaching of Von Amim is seen to meet the limitations of instant claims 2 and 12. 
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Claim Rejections - 35 USC §103 
The rejection of claims 1 and 3-19 as being unpatentable over Snow et al (WO 91/06303) 
has been overcome by applicant's remarks/arguments. The following art rejection is made of 
record. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-7 and 9-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Von 
Amim (WO 94/1 8988) in combination with see American Speech Language Hearing 
Association, 1997, page 1, lines 1-4 and Lesma et al (Journal of Neuroscience Research, 1996, 
46, 565-571) newly cited. 

The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for estabUshing a background for determining obviousness xmder 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claim 1 is drawn to a method of increasing the survival or growth of motoneurons 
comprising contacting the motoneurons with low molecular weight heparin. Claim 2 is drawn to 
a method for treating motoneuron diseases comprising administering an effective amoimt of low 
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molecular weight heparin. Dependent claims 3-7 and 9-19 are drawn to specific motoneuron 
diseases and molecular weight ranges of the heparin. 

Von Amim teaches the treatment of multiple sclerosis using low molecular weight 
heparins (abstract, page 1, lines 1-11; page 29, lines 1-3). Multiple sclerosis belongs to a group 
of motor neuron disorders (see American Speech Language Hearing Association, 1997, page 1, 
lines 1-4). One of the low molecular weight heparins taught by Von Amim for the treatment of 
multiple sclerosis is Reviparin (pagie 28, line 29 through page 29, line 2). 

However, Von Amim does not teach the use of low molecular weight heparin in a 
method for the treatment of specific motoneuron diseases wherein the disease is amyotrophic 
lateral sclerosis, spinal muscular dystrophy, infantile muscular dystrophy or lateral sclerosis. 

American Speech Language Hearing Association teaches that diseases amyotrophic 
lateral sclerosis, multiple sclerosis and muscular dystrophy all belong to the groups of motor 
neuron diseases that are characterized by gradual degeneration and death of motor neurons (page 
1, lines 1-4). 

Lesma et al teach that contacting neuroblastoma cells with low molecular weight heparin 
at low doses promoted neurite formation (page 567, Table I., entry two; page 567, left column, 
left column, lines 19-21; page 568, left column, 1-7; page 569, left colxrnm, lines 19-21; page 
569, right column, 19-25). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use specific low molecular weight heparins in a method for the treatment of 
motoneuron diseases and in a method for increasing the survival or growth of motoneurons with 
a reasonable amoxmt of success since the use of low molecular weight heparin for the treatment 
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of motor neuron diseases and the use of heparin for increasing the survival and growth of 
motoneurons is taught by the prior art of record. 

One of ordinary skill in the art would be motivated to do so since Lesma et al teach that 
low molecular weight heparin is most effective for the growth and survial of motor neurons and 
Von Amim teaches that low molecular weight heparin like Reviparin is effective for the 
treatment of motoneuron diseases like multiple sclerosis. One of ordinary skill in the art would 
be motivated to extend this to other low molecular weight heparins in the 1000-10000 daltons 
range in order to find other superior heparins for use in the methods as instantly claimed. 

Claims 1-7 and 9-19 are rejected under 35 U.S.C. 103(a) as being obvious over Mourier 
et al (US 6608042). 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 
CFR 1 .132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not an invention "by another"; (2) a showing of a date of 
invention for the claimed subject matter of the application which corresponds to subject matter 
disclosed but not claimed in the reference, prior to the effective U.S. filing date of the reference 
under 37 CFR 1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the 
application and reference are currently owned by the same party and that the inventor named in 
the application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer in 
accordance with 37 CFR 1 .321(c). For appUcations filed on or after November 29, 1999, this 
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rejection might also be overcome by showing that the subject matter of the reference and the 
claimed invention were, at the time the invention was made, owned by the same person or 
subject to an obligation of assignment to the same person. See MPEP § 706.02(1)(1) and § 
706.02(1)(2). 

Claim 1 is drawn to a method of increasing the survival or growth of motoneurons 
comprising contacting the motoneurons with low molecular weight heparin. Claim 2 is drawn to 
a method for treating motoneuron diseases comprising administering an effective amount of low 
molecular weight heparin. Dependent claims 3-7 and 9-19 are drawn to specific motoneuron 
diseases and molecular weight ranges of the heparin. 

Mourier et al teach oligosaccharides of formula (I) that has all the structural features of 
heparin (Abstract, col. 14, lines 20-46). Mourier teaches a method of treating diseases linked to 
the survival and growth of motoneurons comprising administering an effective amount of the 
compound of formula (I) (col. 5, lines 10 through 21; col. 6, lines 8-38; col. 7, lines 32-34; col. 9, 
lines 55-58; col. 17, line 18 through col. 18 line 18). Since the number of repeating units n is an 
integer from 0 to 25, the molecular weight of the compound of formula (I) falls within the ranges 
recited in instant claims 4-6 and also the molecular weight ranges of the various heparins recited 
in instant claims 9-19. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use low molecular weight heparins in a method as instantly claimed since such a 
method is seen to be taught in the prior art. 

One of ordinary skill in the art would be motivated to use the art tested low molecular 
weight heparins in a method as instantly claimed since the oligosaccharides of formula (I) are 
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derived from heparin (col. 8, line 35 through col. 12, line 67) and very effective for the growth of 
motoneurons as seen by the reported 20-50% growth rate (col. 7, lines 32-34). 

Conclusion 
Claims 1-7 and 9-19 are rejected 

Any inquiry conceming this commxmication or earlier communications from the 
examiner should be directed to Ganapathy Krishnan whose telephone number is 571-272-0654. 
The examiner can normally be reached on 8.30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James O. Wilson can be reached on 571-272-0661 . The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto,gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




